Appl. No. 10/685,023 

Response dated Dec. 15, 2006 

Reply to Office Action of Sept. 19, 2006 

REMARKS/ARGUMENTS 

Upon entry of this Response to Office Action, Claims 1-4 will be pending in the 
present Application for further consideration. No claim is amended in this Response. 
Favorable consideration and prompt allowance of all of the pending claims in view of the 
following remarks and the accompanying Declaration are respectfully requested. 

Applicant respectfully responds to the Office Action dated September 19, 2006 as 
follows: 

In the Office Action, the Examiner rejected Claims 1-4 under 35 U.S.C. § 103(a) 
as unpatentable over U.S. Patent No. 3,976,078 to Toriello ("the Toriello Patent") in 
view of U.S. Patent Pub. No. 2005/0070948 to Kirsteins ("the Kirsteins Publication"), 
which is based upon U.S. Patent No. 10/672,745 ("the Kirsteins Application"). Applicant 
respectfully traverses all of the Examiner's rejections. 
The Kirsteins Publication is not Prior Art 

While the Applicant disagrees with the Examiner and maintains that the Toriello 
Patent, either alone or in combination with the Kirsteins Publication, does not render the 
pending claims obvious, it is respectfully submitted that, in all events, the Examiner's 
prior art rejections of the pending claims in the Office Action are rendered moot, because 
the Kirsteins Publication, the key basis of the Examiner's rejection, is not prior art to the 
subject matter of the pending claims in the present Application under 35 U.S.C. § 102 for 
the following reasons. 

First, it is respectfully noted that the Kirsteins Article is not statutory prior art to 
the subject matter of the pending claims under 35 U.S.C. § 102(b). 
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Second, it is respectfully submitted that the conception and reduction to practice 
of the invention set forth in the above-referenced application occurred prior to the 
September 26, 2003 filing date of the Kirsteins Application. Pursuant to 37 C.F.R. § 
1.131, the inventor of the present Application submits a Declaration and supporting 
Exhibit herewith that establishes invention of the subject matter of the pending claims in 
the present Application in this country prior to the September 26, 2003 priority date of 
the application underlying the Kirsteins Publication upon which the Examiner's rejections 
in the Office Action are based. Applicant respectfully directs the Examiner's attention to 
paragraph 5 of the Declaration and its associated Exhibit 2 containing supporting 
documentation that establish reduction to practice prior to the September 26, 2003 
priority date of the application underlying the Kirsteins Publication. 

Furthermore, paragraph 4 of the Declaration and its associated Exhibit 1 
containing supporting documentation establish conception of the invention prior to the 
September 26, 2003 priority date of the application underlying the Kirsteins Publication. 
The Kirsteins Publication Teaches Away from The Claimed Invention 

In the Examiner's view, Toriello discloses an acupuncture needle wherein the 
handle may have a length of about 33 mm, a width of about 1.6 mm (essentially a 
decimal harmonic of the Golden Ratio), and a needle having an exposed length. 
According to the Examiner, the Toriello Patent does not teach that the exposed needle 
length is about 20 mm, that the width of the needle is about 0.16 mm, or that the ratios 
between the handle, exposed needle, and combination of the two are about 1.6. 
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The Kirsteins Publication discloses an acupuncture needle with a diameter of 0.16 
mm according to the Examiner, and that the lengths used for conventional acupuncture 
needles, including those between 0.5" and 6.0" in 0.5" intervals are suitable for the 
invention disclosed therein. Accordingly, says the Examiner, it would have been obvious 
for a person of ordinary skill in the art to construct the acupuncture needle of the 
Toriello Patent with the values taught by the Kirsteins Publication. Specifically, the 
Examiner contends that it would have been obvious to select a needle with a total length 
of about 2" (approximately 50.8 mm), a width of about 0.16 mm, a handle length of 
about 33 mm, and an exposed length of about 20 mm. In the Examiner's view, in such a 
needle, the ratio of the combined handle length and exposed needle length to the handle 
length is about 1.61, the ratio of the handle length to the exposed needle length is about 
1.6, and the width of each of the handle and needle are decimal harmonics of the Golden 
Ratio. It is respectfully submitted that this is a mischaracterization of the disclosure of 
the Kirsteins Publication and therefore, Claims 1-4 are allowable over this prior art. 

The Kirsteins Publication teaches away from the present invention. The Kirsteins 
Publication teaches that the lengths typically used for conventional acupuncture needles 
are desirable for use in accordance with the invention disclosed therein. Such 
conventional lengths include "0.5", 1.0", 1.5", 2.0", 2.5", 3.0", 3.5", 4.0", 4.5", 5.0", 5.5", 
6.0" and the like." (p. 2, «[ 0023). The Examiner contends that in light of the Kirsteins 
Publication, it would be obvious for a person of ordinary skill in the art to construct the 
needle disclosed in the Toriello Patent with a needle length of 2". However, the Kirsteins 
Publication teaches that lengths of 0.5", 1.0", 1.5", 2.5", 3.0", 3.5", 4.0", 4.5", 5.0", 5.5", 
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6.0", and the like are equally preferable to a length of 2.0". (P. 2, «1 0023). A needle 
with these alternate lengths would not have a ratio of the combined handle length and 
exposed needle length to the handle length of about 1.6 or a ratio of the handle length to 
the exposed needle length of about 1.6. Therefore, it is respectfully submitted that the 
Kirsteins Publication teaches away from the claimed invention and that all of the claims 
are allowable over this prior art. 

Further, the Kirsteins Publication lacks any teaching or recognition that it is 
desirable to have a ratio of the combined handle length and exposed needle length to the 
handle length of about 1.6 or ratio of the handle length to the exposed needle length of 
about 1.6. Further, the Toriello Patent and Kirsteins Application lack any suggestion or 
motivation to correlate the combined handle length and exposed needle length with the 
handle length or the handle length to the exposed needle length. It is respectfully 
submitted that the rejection based upon the Toriello Patent in view of the Kirsteins 
Application is based upon improper hindsight reasoning and does not take into account 
only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made. 

* * * 

In view of the foregoing remarks and the accompanying Declaration and 
supporting Exhibit which shows that the Kirsteins Publication is not prior art to the 
subject matter of the pending claims of the present Application, it is respectfully 
requested that the Examiner's rejection of Claims 1-4 as unpatentable over the Kirsteins 
Publication, either alone or in combination with the Toriello Patent, be withdrawn and 
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that a timely Notice of Allowance with respect to all of the pending claims be issued in 
this case. If the Examiner believes that a telephone discussion would be helpful to 
expedite prosecution, he may call the undersigned attorney at any convenient time. 



No additional fees or extensions of time are believed to be due in connection with 
the filing of this Response. However, authorization is hereby given to charge Deposit 
Account No. 01-1785 for any deficiency in fees necessary to preserve the pendency of the 
subject Application, or to credit the same in case of overpayment. 



* 



Respectfully submitted, 



AMSTER, ROTHSTEIN & EBENSTEIN LLP 
Attorneys for Applicant 
90 Park Avenue 
New York, NY 10016 
(212) 336-8000 



Dated: New York, New York 
December 15, 2006 
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